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Election/Restrictions 

1 . Applicant's election with traverse of group I, claims 4-1 1 , in the reply filed on 
June 23, 2008 is acknowledged. 

The traversal is on the grounds that "the claims do share the special technical 
feature... where an edge of a shoe upper piece is disposed inside of an inner side of an 
inner sole." Whether or not a technical feature makes a "contribution" over the prior art 
and therefore constitutes a "special technical feature" is considered with respect to 
novelty and inventive step. (MPEP [R-6] 1850 II.) As evidenced by Liebscher et al. (US 
4,003,145), discussed further on in this action, lacks novelty. Therefore, the technical 
feature indicated by Applicant is not a special technical feature and does not impart 
unity of invention to the claims. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 1 2-1 5 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on June 23, 2008. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 7, 1 0 and 1 1 are rejected under 35 U.S.C. 1 02(b) as being Liebscher et 
al. by (US 4,003,145), henceforth Liebscher. 

Regarding claim 7, Liebscher discloses a method of making shoes by placing an 
edge of an inner sole on the edge of a casting mold, placing an edge of a shoe upper 
piece (fig 4 part 1 ) in the mold and inside the an inner side of the inner sole (fig 4 part 
15), and pressing the two together (col 2 In 15-21). 

Regarding claim 10, Liebscher teaches aligning inner surfaces of the upper piece 
and inner sole (fig 4). 

Regarding claim 1 1 , Liebscher teaches sewing together the upper piece and 
inner sole (col 1 In 39-40). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

6. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

7. Claims 4-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Bartneck (US 4,333,193) in view of Liebscher. 

Regarding claim 4, Bartneck discloses a method making a shoe within a casting 

mold with an upper edge (fig 3 parts 30, 32), the shoe made of an upper piece (fig 3 

part 2) which is formed of an upper and an inner sole (fig 3 part 14) fastened to it, the 

upper piece bonded to the sole in an assembled shoe, by inserting a fillet (fig 3 part 6) 

into the upper, filling the casting mold with a shoe base material (col 2 In 31-32), placing 

the edge of the upper piece on the casting mold edge from above (col 2 In 29-30, 33- 

35), placing a pressing frame (fig 3 part 24) on the upper piece edge and thus on the 

casting mold edge, wherein only the upper piece edge rests on the casting mold edge 

and wherein the upper is fixed internally to the inner sole such that the shoe base 

material presses the inner sole against an edge of the upper that is adjacent to the fillet 

(col 2 In 36-38). 

Bartneck does not teach placing an edge of the inner sole on the casting mold 
edge. Bartneck's method inverts the roles of the upper piece and the inner sole. 
However, whether to display the inner sole or the upper piece on the exterior of the 
finished shoe is a matter of design choice based on aesthetic preferences. Bartneck's 
treating the edge of the upper piece as decorative is evidence by his use of non- 
functional stitching (fig 2 part 8) along that edge in addition to the functional seam (fig 2 
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part 4). Liebscher teaches having edge of an inner sole (fig 4 part 15) extend over the 
outer sole (fig 4 part 4) in order to visually aggrandize the sole for aesthetic reasons (col 
1 In 10-12). Therefore, it would have been obvious to one of ordinary skill in the art to 
use the exposed edge of inner sole as the "mold engaging lip" (col 3 In 3) and place it 
on the casting mold edge taught by Bartneck because Liebscher teaches having an 
inner sole extend over the outer sole to the total sole look bigger. 

Regarding claim 5, Bartneck teaches that upper piece and inner sole are 
connected by a seam (fig 2 part 4). 

Claim 6 recites that the upper piece is the strap of a sandal. This limitation 
defines the type of product being made; it does not change or affect the steps that 
constitute the method. Therefore, this recitation does not impart patentable distinction 
to the method being claimed. In any case, it would have been obvious to one of 
ordinary skill in the art to replace the brogue upper piece (fig 1 part 2) with an upper 
corresponding to a sandal, an athletic shoe or a espadrille because there is a market for 
these and many other types of shoes. 

Regarding claim 7, Bartneck discloses a method making a shoe by placing an 
edge of an upper piece (fig 3 part 10) on the edge (fig 3 parts 30, 32) of a casting mold, 
placing an edge of the shoe's inner sole (fig 3 part 14) in the mold and inside an inner 
edge of the upper piece, and pressing these two together (col 2 In 33-36). 

Bartneck does not teach placing an edge of the inner sole on the casting mold 
edge. Bartneck's method inverts the roles of the upper piece and the inner sole. 
However, whether to display the inner sole or the upper piece on the exterior of the 
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finished shoe is a matter of design choice based on aesthetic preferences. Bartneck's 
treating the edge of the upper piece as decorative is evidence by his use of non- 
functional stitching (fig 2 part 8) along that edge in addition to the functional seam (fig 2 
part 4). Liebscher teaches having edge of an inner sole (fig 4 part 15) extend over the 
outer sole (fig 4 part 4) in order to visually aggrandize the sole for aesthetic reasons (col 
1 In 1 0-1 2). Therefore, it would have been obvious to one of ordinary skill in the art to 
use the exposed edge of inner sole as the "mold engaging lip" (col 3 In 3) and place it 
on the casting mold edge taught by Bartneck because Liebscher teaches having an 
inner sole extend over the outer sole to the total sole look bigger. 

Regarding claim 8, Bartneck teaches that the pressing step includes expanding a 
shoe base material (col 2 In 33-39). 

Regarding claim 9, Bartneck teaches that the pressing step forms an indentation 
on the inner side of the inner sole (fig 3 part 14). 

Regarding claim 10, Bartneck teaches aligning inner surfaces of the upper piece 
and inner sole (fig 3 parts 2, 14). 

Regarding claim 1 1 , Bartneck teaches sewing together the upper piece and inner 
sole (col 2 In 22). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Magali P. Theodore whose telephone number is (571) 
270-3960. The examiner can normally be reached on Monday through Friday 9:00 a.m. 
to 5:30 p.m. EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina A. Johnson can be reached on (571) 272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Magali P. Theodore/ 
Examiner, Art Unit 1791 



/Christina Johnson/ 

Supervisory Patent Examiner, Art Unit 1791 



